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in the U.S. Patent and Trademark Office on March 27, 2001, Reel 011419/Frame 0937. 
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XL RELATED APPEALS AND INTERFERENCES 

There are no appeals or interferences known to appellant, the appellant's legal 
representative, or assignee which will directly affect or be directly affected by or have a 
bearing on the Board's decision in the pending appeal. 

m. STATUS OF CLAIMS 

Claims 1-21 stand finally rejected and are the subject of this appeal. These 
claims are reproduced in Appendix A. 

IV. STATUS OF AMENDMENTS 

No amendment after final rejection was filed. 

V. SUMMARY OF THE INVENTION 

The invention provides a method of performing a card transaction, the method 
comprising accessing a web server using a transaction device (10), wherein the web server 
includes commands for processing the transaction; and entering a transaction card into a card 
reader (14) of the transaction device in order to enter transaction information associated with 
the card into the web server, wherein the transaction device does not utilize proprietary 
software of a merchant service provider to complete the transaction. (See, for example, 
Figures 1 and 2, and the specification at page 4, line 1 through page 6, line 2). 
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In another embodiment, the invention provides a method of performing a card 
transaction, the method comprising accessing a web server using a point of service terminal 
(10) having a web browser and a card reader (14), wherein the web server includes commands 
for obtaining authorization of the transaction; entering a transaction card into the card reader 
in order to enter an account number associated with the card into the web server; responding 
to prompts generated by the web server using the terminal; and obtaining authorization for the 
transaction through the web server, wherein the point of service terminal does not utilize 
proprietary software of a merchant service provider to complete the transaction. (See, for 
example, Figures 1 and 2, and the specification at page 4, line 1 through page 6, line 2). 

In a third embodiment, the invention provides a point of service terminal (10) 
for performing a card transaction. The terminal comprises a central processing unit (12) 
having a web browser for accessing a web server on the Internet (24), and a card reader (14) 
in communication with the central processing unit for receiving a transaction card and entering 
transaction information associated with the card into the web server. The point of service 
terminal does not utilize proprietary software of a merchant service provider to complete the 
transaction. (See, for example, Figures 1 and 2, and the specification at page 4, line 1 through 
page 6, line 2). 

VI. ISSUES 

1. Whether the Examiner has established that claim 21 is unpatentable 
under 35 U.S.C.§ 112, first paragraph. 

2 . Whether the Examiner has made a prima facie case that claims 1-3,5-15 
and 17-19 are unpatentable under 35 U.S. C.§ 103(a) over U.S. PatentNo. 5,850,442 to Muftic 
(hereinafter Muftic). 
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3 . Whether the Examiner has made a prima facie case that claims 4,16 and 
20 are unpatentable under 35 U.S.C. § 103(a) over Muftic in view of U.S. Patent No. 
5,987,498 to A thing et al. (hereinafter A thing). 

VH. GROUPING OF CLAIMS 

Appellants contend that the claims do not stand or fall together. In particular, 
Appellants contend the claims may be grouped as follows: 

1. Claims 1-10 and 17-21 (Group 1). 

2. Claim 11 (Group 2). 

3. Claims 12-16 (Group 3). 

Groups 1, 2 and 3, as well as select dependent claims within the Groups, are 
believed to be separately patentable, as argued below in detail. In particular, the claims in 
each of the Groups provide limitations that are separately patentable from the other Groups 
over the cited art. 

VIII. ARGUMENT 

1. The Examiner Has Failed to Make a Prima Facie Case That Claim 21 
Is Unpatentable Under 35 U.S.C- § 112. First Paragraph 

The Examiner has rejected claim 21 as being unpatentable under 35 U.S.C. § 
1 12, first paragraph. However, the Examiner has failed to establish that rejected claim 21 fails 
to meet the requirements of 35 U.S.C. § 112, first paragraph and the rejection should, 
therefore, be reversed. Claim 21 depends directly from claim 1 and provides the further 
recitation that the web server processes the transaction without proprietary software. 
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The Examiner contends that the specification, as originally filed, does not 
provide support for the recitation in claim 21 that "the web server processes the transaction 
without proprietary software. " (Final Office Action mailed March 25, 2003 on page 2, 11. 11- 
15). However, as noted in the Amendment mailed September 20, 2002, the specification on 
page 2, 11. 12-14 recites, " [b]ecause neither a proprietary operating system nor a proprietary 
network are required, this method is less costly than prior methods that involve such systems 
and networks." The specification further recites on page 5, 11. 23-26, "[furthermore, because 
the terminal 10 accesses the Internet 24 through an ISP, instead of accessing a proprietary 
network of the MSP, the terminal 10 need only include software necessary to access the 
Internet. " In at least one conventional example, a web server implements proprietary software 
in connection with operating system software and network software. (See, for example, 
Muftic, Figure 2 and col. 9, 1. 56 - col. 10, 1. 15). In contrast, claim 21 provides the web 
server processes the transaction without proprietary software. "There is no requirement that 
the words in the claim must match those used in the specification disclosure." (See, MPEP 
§ 2173.05(d)). As such, the specification describes the claimed subject matter in such a way 
as to reasonably convey to one skilled in the relevant art that the inventor, at the time the 
application was filed, had possession of the claimed invention and the rejection should, 
therefore, be reversed. 

The Examiner further contends that "it is not clear how transactions performed 
by using different merchant service providers (e.g., American Express, VISA, Master, 
Discover, etc.) can be completed without respective providers proprietary software. " (Final 
Office Action mailed March 25, 2003 on page 2, 1. 20 - page 3, 1. 2). However, the Examiner 
has mischaracterized the teaching of claim 21. Claim 21 provides that "the web server 
processes the transaction without proprietary software. " As is recited in the specification on 
page 5, 11. 23-26, "[f]urthermore, because the terminal 10 accesses the Internet 24 through an 
ISP, instead of accessing a proprietary network of the MSP, the terminal 10 need only include 
software necessary to access the Internet. " Thus, American Express, VISA, Master, Discover, 
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etc. may implement proprietary software to perform transactions in connection with hardware 
other than the web server (e.g., terminals or other devices that are located at American 
Express, VISA, Master, Discover, etc.) instead of only in connection with web servers. As 
such, the web server processes the transaction without proprietary software when the invention 
of claim 21 is implemented. The rejection should, therefore, be reversed. 

2. The Examiner Has Failed to Make a Prima Facie Case That Claims 1-3, 5-15 and 
17-19 Are Unpatentable Under 35 U.S.C. § 103(a) Over Muftic 

The Examiner has rejected claims 1-3, 5-10 and 17-19 of Group 1, claim 1 1 of 
Group 2, and claims 12-15 of Group 3, as being obvious under 35 U.S.C. § 103(a) over 
Muftic . However, the Examiner has failed to establish a prima facie case of obviousness under 
35 U.S.C. § 103(a) and the rejection should, therefore, be reversed. In that regard: 

To establish a prima facie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or motivation, either 
in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. Finally, 
the prior art reference (or references when combined) must teach or suggest all 
the claim limitations. 

The teaching or suggestion to make the claimed combination and 
the reasonable expectation of success must both be found in the prior art, not 
in applicant's disclosure. 

Manual of Patent Examining Procedure (MPEP), 8th Edition, August 2001, 
revised February 2003, § 2143 (citing In re Vaeck, 947 F.2d 488, 20 USPQ2d 
1438 (Fed. Cir. 1991)). 

Furthermore, "[a] prior art reference must be considered in its entirety, 
i.e. , as a whole , including portions that would lead away from the claimed invention. " 
MPEP § 2141.02 (citing W.L. Gore & Associates, Inc. v. Garlock, Inc., 721 F.2d 
1540, 220 USPQ 303 (Fed. Cir. 1983), cert, denied, 469 U.S. 851 (1984)). 
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A. The Examiner improperly rejected Group 1 (claims 1-10 and 17-21) as 
being unpatentable over Muftic 

The Examiner has failed to establish that Muftic teaches or suggests all the claim 
limitations of the present invention. In particular, independent claim 1 concerns a method of 
performing a card transaction and provides for accessing a web server using a transaction 
device, wherein the transaction device does not utilize proprietary software of a merchant 
service provider to complete the transaction. Indeed, the Examiner has admitted that Muftic 
fails to disclose the features related to a transaction device or point of service terminal that does 
not utilize proprietary software of a merchant service provider to complete the transaction 
described above with respect to claim 1 . (Final Office Action mailed March 25 , 2003 on page 
3, 11. 19-20). Thus, Muftic falls short of the invention claimed in claim 1. Therefore, the 
Examiner has failed to provide evidence to support a proper rejection under 35 U.S.C. § 
103(a) and the rejection should be reversed. 



Muftic] is to permit world wide electronic commercial transactions to be implemented in a 
highly secure manner over an open network. (Final Office Action mailed March 25 , 2003 on 
page 4, 11. 1-3). The Examiner further contends that it would have been within the level of 
ordinary skill in the art to install proprietary software to a merchant service provider server 
to permit world wide electronic commercial transactions to be implemented over an open 
network, and in this configuration, the transaction device/point of service terminals would not 
utilize proprietary software of a merchant service provider to complete the transaction. (Final 
Office Action mailed March 25, 2003 on page 4, 11. 3-8). 

However, "if the proposed modification or combination of the prior art would 
change the principle of operation of the prior art invention being modified, then the teaching 
of the references are not sufficient to render the claims prima facie obvious." (MPEP 



Instead, the Examiner contends that Muftic discloses one of the advantages [of 
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§ 2143.01 (citing In re Ratti, 270 F.2d 810, 123 USPQ 349 (CCPA 1959)). In this case, 
Muftic discloses, "a network that is extended to include a public key infrastructure and 
electronic transactions [that] can be securely performed utilizing smart token technology." 
(Muftic, Abstract). Muftic further discloses that the "invention is directed to the field of 
communication systems and more particularly to communication systems which utilizes [sic] 
smart tokens, such [as] smart cards or PCMCIA cards, and a public key infrastructure for 
enabling secure electronic transactions to occur over an open network." (Muftic, Technical 
Field, col. 1 , 11. 18-22). Muftic also discloses that "the Applicant [i.e. , the merchant] acquires 
Public Key Infrastructure (PKI) and smart token software and installs it on his system and 
acquires a smart token. " (Muftic, col. 12, 11. 17-21). As such, the modification urged by the 
Examiner would change the principle of operation of the prior art invention of Muftic. Muftic 
teaches away from modification as suggested by the Examiner. Therefore, the Examiner has 
failed to provide evidence to support a proper rejection under 35 U.S. C. § 103(a) and the 
rejection should be reversed. 

Moreover, "[o]bviousness can only be established by combining or modifying 
the teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either explicitly or implicitly in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 'The test 
for an implicit showing is what the combined teachings, knowledge of one of ordinary skill in 
the art, and the nature of the problem to be solved as a whole would have suggested to those 
of ordinary skill in the art.'" (See, MPEP § 2143.01, citing In re Kotzab, 217 F.3d 1365, 
1370, 55 USPQ2d 1313, 1317 (Fed. Cir. 2000)). As discussed above, the Examiner admits 
that Muftic fails to provide the explicit teaching of the claimed invention. 

Furthermore, the Examiner has failed to provide the motivation to modify the 
teaching of Muftic as is required for a prima facie case of obviousness under 35 U.S.C. § 
103(a). The mere fact that references can be combined or modified, which Applicant does not 
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agree is the case with respect to the cited reference, does not render the resultant combination 
obvious unless the prior art also suggests the desirability of the combination or modification. 
(See, MPEP § 2143.01). Here, rather than suggesting the desirability of the Examiner's 
proposed modification, Muftic actually teaches away from such a modification. 

The Examiner has failed to cite any specific understanding of one skilled in the 
art that would motivate him to make the modification. Instead, the Examiner has used 
impermissible hindsight to modify the teachings of Muftic to attempt to piece together the 
Applicant's invention. The teaching or suggestion to make the claimed combination must be 
found in the prior art, not in the applicant's disclosure. (See, MPEP § 2143; see also, In re 
Dembiczak, 175 F.3d at 994, 999 (Fed. Cir. 1999) ("Combining prior art references without 
evidence of ... suggestion, teaching, or motivation simply takes the inventor's disclosure as 
a blueprint for piecing together the prior art to defeat patentability-the essence of hindsight. " )) . 
As discussed above, Muftic fails to disclose, teach or suggest the present invention, and, to the 
contrary, teaches against the present invention. 

In addition, the Muftic reference cited by the Examiner fails to recognize the 
problem addressed by the Applicants' claimed invention (i . e. , as stated in the presently pending 
application on page 1, 11. 19-24, "because the [proprietary] software is installed directly on the 
terminal, any revisions to the software must be downloaded to or otherwise installed on the 
terminal. Such revisions are therefore time-consuming and costly to perform. Furthermore, 
installation of some software revisions may be delayed or never accomplished. ") . In contrast, 
Muftic is directed to the field of communication systems and more particularly to 
communication systems which utilize smart tokens, such as smart cards or PCMCIA cards, and 
a public key infrastructure for enabling secure electronic transactions to occur' over an open 
network, and, as such, fails to teach a method of performing a card transaction that provides 
for accessing a web server using a transaction device, wherein the transaction device does not 
utilize proprietary software of a merchant service provider to complete the transaction as 
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presently claimed. Therefore, Muftic is directed to a different problem than is addressed by 
the present invention. As such, Muftic fails to provide any suggestion or motivation for the 
present invention and the Examiner has failed to make a prima facie case of obviousness as is 
required under 35 U.S.C. § 103. 



disclosed by Muftic is not the proprietary software of a merchant service provider, but the 
proprietary software of a software company which produced [the software]. (Final Office 
Action mailed March 25, 2003 on page 7,1. 19 - page 8,1.5). However, the Examiner has 
mischaracterized the teaching of Muftic. Proprietary is defined as "held as the property of a 
private owner. " (See, for example, Webster's Third New International Dictionary, 1986, page 
1819, a copy of which is provided in the Appendix for reference). Muftic discloses that "[i]f 
Applicant [i.e., the merchant] has not already acquired the software, the Applicant [i.e., 
merchant] acquires Public Key Infrastructure (PKI) and smart token software and installs it on 
his system (630) and acquires a smart token." (Muftic at col. 12, 11. 17-22). As such, 
contrary to the Examiner's urging, the smart token technology software disclosed by Muftic 
is proprietary software of a merchant service provider. 

Regarding claims which depend from claim 1 , Applicant contends that these 
claims are patentable for at least the same reasons that claim 1 is patentable. 



obviousness under 35 U.S.C. § 103(a) for the rejection of the claims of Group 1, and the 
rejection should be reversed. 



The Examiner further contends that the smart token technology software 



For these reasons, the Examiner has failed to make a prima facie case of 
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B. The Examiner improperly rejected Group 2 (claim 11) 
as being unpatentable over Muftic 

The Examiner has failed to establish that Muftic teaches or suggests all the claim 
limitations of the present invention. In particular, independent claim 1 1 concerns a method of 
performing a card transaction using a point of service terminal and provides for accessing a 
web server using the point of service terminal, wherein the point of service terminal does not 
utilize proprietary software of a merchant service provider to complete the transaction. Indeed, 
the Examiner has admitted that Muftic fails to disclose the features related to a point of service 
terminal that does not utilize proprietary software of a merchant service provider to complete 
the transaction described above with respect to claim 1 1 . (Final Office Action mailed March 
25, 2003 on page 5, 11. 3-4). Thus, Muftic falls short of the invention claimed in claim 11. 
Therefore, the Examiner has failed to provide evidence to support a proper rejection under 35 
U.S.C. § 103(a) and the rejection should be reversed. 



Muftic] is to permit world wide electronic commercial transactions to be implemented in a 
highly secure manner over an open network. (Final Office Action mailed March 25 , 2003 on 
page 5, 11. 4-6). The Examiner further contends that it would have been within the level of 
ordinary skill in the art to install proprietary software to a merchant service provider server 
to permit world wide electronic commercial transactions to be implemented over an open 
network, and in this configuration, the transaction device/point of service terminals would not 
utilize proprietary software of a merchant service provider to complete the transaction. (Final 
Office Action mailed March 25, 2003 on page 5, 11. 7-11). 

However, "if the proposed modification or combination of the prior art would 
change the principle of operation of the prior art invention being modified, then the teaching 
of the references are not sufficient to render the claims prima facie obvious." (MPEP 



Instead, the Examiner contends that Muftic discloses one of the advantages [of 
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§ 2143.01 (citing In re Ratti, 270 F.2d 810, 123 USPQ 349 (CCPA 1959)). In this case, 
Muftic discloses, "a network that is extended to include a public key infrastructure and 
electronic transactions [that] can be securely performed utilizing smart token technology." 
(Muftic, Abstract). Muftic further discloses that the "invention is directed to the field of 
communication systems and more particularly to communication systems which utilizes [sic] 
smart tokens, such [as] smart cards or PCMCIA cards, and a public key infrastructure for 
enabling secure electronic transactions to occur over an open network." (Muftic, Technical 
Field, col. 1 , 11. 18-22). Muftic also discloses that "the Applicant [i.e. , the merchant] acquires 
Public Key Infrastructure (PKI) and smart token software and installs it on his system and 
acquires a smart token. " (Muftic, col. 12, 11. 17-21). As such, the modification urged by the 
Examiner would change the principle of operation of the prior art invention of Muftic. Muftic 
teaches away from modification as suggested by the Examiner. Therefore, the Examiner has 
failed to provide evidence to support a proper rejection under 35 U.S.C. § 103(a) and the 
rejection should be reversed. 



the teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either explicitly or implicitly in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 'The test 
for an implicit showing is what the combined teachings, knowledge of one of ordinary skill in 
the art, and the nature of the problem to be solved as a whole would have suggested to those 
of ordinary skill in the art.'" (See, MPEP § 2143.01, citing In re Kotzab, 111 F.3d 1365, 
1370, 55 USPQ2d 1313, 1317 (Fed. Cir. 2000)). As discussed above, the Examiner admits 
that Muftic fails to provide the explicit teaching of the claimed invention. 

Furthermore, the Examiner has failed to provide the motivation to modify the 
teaching of Muftic as is required for a prima facie case of obviousness under 35 U.S.C. § 
103(a). The mere fact that references can be combined or modified, which Applicant does not 



Moreover, "[o]bviousness can only be established by combining or modifying 
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agree is the case with respect to the cited reference, does not render the resultant combination 
obvious unless the prior art also suggests the desirability of the combination or modification. 
(See, MPEP § 2143.01). Here, rather than suggesting the desirability of the Examiner's 
proposed modification, Muftic actually teaches away from such a modification. 

The Examiner has failed to cite any specific understanding of one skilled in the 
art that would motivate him to make the modification. Instead, the Examiner has used 
impermissible hindsight to modify the teachings of Muftic to attempt to piece together the 
Applicant's invention. The teaching or suggestion to make the claimed combination must be 
found in the prior art, not in the applicant's disclosure. (See, MPEP § 2143; see also, In re 
Dembiczak, 175 F.3d at 994, 999 (Fed. Cir. 1999) ("Combining prior art references without 
evidence of ... suggestion, teaching, or motivation simply takes the inventor's disclosure as 
a blueprint for piecing together the prior art to defeat patentability-the essence of hindsight. " )) . 
As discussed above, Muftic fails to disclose, teach or suggest the present invention, and, to the 
contrary, teaches against the present invention. 

In addition, the Muftic reference cited by the Examiner fails to recognize the 
problem addressed by the Applicants' claimed invention (i.e. , as stated in the presently pending 
application on page 1, 11. 19-24, "because the [proprietary] software is installed directly on y the 
terminal, any revisions to the software must be downloaded to or otherwise installed on the 
terminal. Such revisions are therefore time-consuming and costly to perform. Furthermore, 
installation of some software revisions may be delayed or never accomplished. "). In contrast, 
Muftic is directed to the field of communication systems and more particularly to 
communication systems which utilize smart tokens, such as smart cards or PCMCIA cards, and 
a public key infrastructure for enabling secure electronic transactions to occur over an open 
network, and, as such, fails to teach a method of performing a card transaction using a point 
of service terminal and that provides for accessing a web server using the point of service 
terminal, wherein the point of service terminal does not utilize proprietary software of a 
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merchant service provider to complete the transaction as presently claimed. Therefore, Muftic 
is directed to a different problem than is addressed by the present invention. As such, Muftic 
fails to provide any suggestion or motivation for the present invention and the Examiner has 
failed to make a prima facie case of obviousness as is required under 35 U.S. C. § 103. 

The Examiner further contends that the smart token technology software 
disclosed by Muftic is not the proprietary software of a merchant service provider, but the 
proprietary software of a software company which produced [the software] . (Final Office 
Action mailed March 25, 2003 on page 7, 1. 19 - page 8, 1. 5). However, the Examiner has 
mischaracterized the teaching of Muftic. Proprietary is defined as "held as the property of a 
private owner. " (See, for example, Webster's Third New International Dictionary, 1986, page 
1819, a copy of which is provided in the Appendix for reference). Muftic discloses that "[i]f 
Applicant [i.e., the merchant] has not already acquired the software, the Applicant [i.e., 
merchant] acquires Public Key Infrastructure (PKI) and smart token software and installs it on 
his system (630) and acquires a smart token." (Muftic at col. 12, 11. 17-22). As such, 
contrary to the Examiner's urging, the smart token technology software disclosed by Muftic 
is proprietary software of a merchant service provider. 

For these reasons, the Examiner has failed to make a prima facie case of 
obviousness under 35 U.S.C. § 103(a) for the rejection of claim 11 of Group 2, and the 
rejection should be reversed. 
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C. The Examiner improperly rejected Group 3 (claims 12-16) 
as being unpatentable over Muftic 

Here, the Examiner has failed to establish that Muftic teaches or suggests all the 
claim limitations of the present invention. In particular, independent claim 12 concerns a point 
of service terminal for performing a card transaction and provides for accessing a web server 
using the point of service terminal, wherein the point of service terminal does not utilize 
proprietary software of a merchant service provider to complete the transaction. Indeed, the 
Examiner has admitted that Muftic fails to disclose the features related to a point of service 
terminal that does not utilize proprietary software of a merchant service provider to complete 
the transaction described above with respect to claim 12. (Final Office Action mailed March 
25, 2003 on page 3, 11. 19-20). Thus, Muftic falls short of the invention claimed in claim 12. 
Therefore, the Examiner has failed to provide evidence to support a proper rejection under 35 
U.S.C. § 103(a) and the rejection should be reversed. 

Instead, the Examiner contends that Muftic discloses one of the advantages [of 
Muftic] is to permit world wide electronic commercial transactions to be implemented in a 
highly secure manner over an open network. (Final Office Action mailed March 25, 2003 on 
page 4, 11. 1-3). The Examiner further contends that it would have been within the level of 
ordinary skill in the art to install proprietary software to a merchant service provider server 
to permit world wide electronic commercial transactions to be implemented over an open 
network, and in this configuration, the transaction device/point of service terminals would not 
utilize proprietary software of a merchant service provider to complete the transaction. (Final 
Office Action mailed March 25, 2003 on page 4, 11. 3-8). 

However, "if the proposed modification or combination of the prior art would 
change the principle of operation of the prior art invention being modified, then the teaching 
of the references are not sufficient to render the claims prima facie obvious." (MPEP 
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§ 2143.01 (citing In re Ratti, 270 F.2d 810, 123 USPQ 349 (CCPA 1959)). In this case, 
Muftic discloses, "a network that is extended to include a public key infrastructure and 
electronic transactions [that] can be securely performed utilizing smart token technology." 
(Muftic, Abstract). Muftic further discloses that the "invention is directed to the field of 
communication systems and more particularly to communication systems which utilizes [sic] 
smart tokens, such [as] smart cards or PCMCIA cards, and a public key infrastructure for 
enabling secure electronic transactions to occur over an open network." (Muftic, Technical 
Field, col. 1 , 11. 18-22). Muftic also discloses that "the Applicant [i.e. , the merchant] acquires 
Public Key Infrastructure (PKI) and smart token software and installs it on his system and 
acquires a smart token. " (Muftic, col. 12, 11. 17-21). As such, the modification urged by the 
Examiner would change the principle of operation of the prior art invention of Muftic. Muftic 
teaches away from modification as suggested by the Examiner. Therefore, the Examiner has 
failed to provide evidence to support a proper rejection under 35 U.S. C. § 103(a) and the 
rejection should be reversed. 

Moreover, "[o]bviousness can only be established by combining or modifying 
the teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either explicitly or implicitly in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 'The test 
for an implicit showing is what the combined teachings, knowledge of one of ordinary skill in 
the art, and the nature of the problem to be solved as a whole would have suggested to those 
of ordinary skill in the art.'" (See, MPEP § 2143.01, citing In re Kotzab, 217 F.3d 1365, 
1370, 55 USPQ2d 1313, 1317 (Fed. Cir. 2000)). As discussed above, the Examiner admits 
that Muftic fails to provide the explicit teaching of the claimed invention. 

Furthermore, the Examiner has failed to provide the motivation to modify the 
teaching of Muftic as is required for a prima facie case of obviousness under 35 U.S.C. § 
103(a). The mere fact that references can be combined or modified, which Applicant does not 
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agree is the case with respect to the cited reference, does not render the resultant combination 
obvious unless the prior art also suggests the desirability of the combination or modification. 
(See, MPEP § 2143.01). Here, rather than suggesting the desirability of the Examiner's 
proposed modification, Muftic actually teaches away from such a modification. 

The Examiner has failed to cite any specific understanding of one skilled in the 
art that would motivate him to make the modification. Instead, the Examiner has used 
impermissible hindsight to modify the teachings of Muftic to attempt to piece together the 
Applicant's invention. The teaching or suggestion to make the claimed combination must be 
found in the prior art, not in the applicant's disclosure. (See, MPEP § 2143; see also, In re 
Dembiczak, 175 F.3d at 994, 999 (Fed. Cir. 1999) ("Combining prior art references without 
evidence of ... suggestion, teaching, or motivation simply takes the inventor's disclosure as 
a blueprint for piecing together the prior art to defeat patentability-the essence of hindsight. ")) . 
As discussed above, Muftic fails to disclose, teach or suggest the present invention, and, to the 
contrary, teaches against the present invention. 

In addition, the Muftic reference cited by the Examiner fails to recognize the 
problem addressed by the Applicants' claimed invention (i.e. , as stated in the presently pending 
application on page 1 , 11. 19-24, "because the [proprietary] software is installed directly on the 
terminal, any revisions to the software must be downloaded to or otherwise installed on the 
terminal. Such revisions are therefore time-consuming and costly to perform. Furthermore, 
installation of some software revisions may be delayed or never accomplished. "). In contrast, 
Muftic is directed to the field of communication systems and more particularly to 
communication systems which utilize smart tokens, such as smart cards or PCMCIA cards, and 
a public key infrastructure for enabling secure electronic transactions to occur over an open 
network, and, as such, fails to teach a point of service terminal for performing a card 
transaction and that provides for accessing a web server using the point of service terminal, 
wherein the point of service terminal does not utilize proprietary software of a merchant 
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service provider to complete the transaction. Therefore, Muftic is directed to a different 
problem than is addressed by the present invention. As such, Muftic fails to provide any 
suggestion or motivation for the present invention and the Examiner has failed to make a prima 
facie case of obviousness as is required under 35 U.S.C. § 103. 

The Examiner further contends that the smart token technology software 
disclosed by Muftic is not the proprietary software of a merchant service provider, but the 
proprietary software of a software company which produced [the software]. (Final Office 
Action mailed March 25, 2003 on page 7,1. 19 - page 8,1.5). However, the Examiner has 
mischaracterized the teaching of Muftic. Proprietary is defined as "held as the property of a 
private owner. " (See, for example, Webster's Third New International Dictionary, 1986, page 
1819, a copy of which is provided in the Appendix for reference). Muftic discloses that "[i]f 
Applicant [i.e., the merchant] has not already acquired the software, the Applicant [i.e., 
merchant] acquires Public Key Infrastructure (PKI) and smart token software and installs it on 
his system (630) and acquires a smart token." (Muftic at col. 12, 11. 17-22). As such, 
contrary to the Examiner's urging, the smart token technology software disclosed by Muftic 
is proprietary software of a merchant service provider. 

Regarding the claims which depend from claim 12, Applicant contends that these 
claims are patentable for at least the same reasons that claim 12 is patentable. 

For these reasons, the Examiner has failed to make a prima facie case of 
obviousness under 35 U.S.C. § 103(a) for the rejection of the claims of Group 3, and the 
rejection should be reversed. 
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3- The Examiner Has Failed to Make a Prima Facie Case That Claims 4, 16 and 20 
Are Unpatentable Under 35 U.S-C. § 103(a) Over Muftic in view nf Athinfl 

The Examiner has rejected claims 4 and 20 of Group 1 and claim 16 of Group 
3, as being obvious under 35 U.S.C. § 103(a) over Muftic in view of Athing. However, the 
Examiner has failed to establish a prima facie case of obviousness under 35 U.S.C. § 103(a) 
and the rejection should, therefore, be reversed. In that regard: 

To establish a prima facie case of obviousness, three basic 
criteria must be met. First, there must be some suggestion or motivation, either 
in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. Finally, 
the prior art reference (or references when combined) must teach or suggest all 
the claim limitations. 

The teaching or suggestion to make the claimed combination and 
the reasonable expectation of success must both be found in the prior art, not 
in applicant's disclosure. 

Manual of Patent Examining Procedure (MPEP), 8th Edition, August 2001, 
revised February 2003, § 2143 (citing In re Vaeck, 947 F.2d 488, 20 USPQ2d 
1438 (Fed. Cir. 1991)). 

In particular, as discussed above in connection with the rejection of claims 1 and 
12 under 35 U.S.C. § 103(a), the Examiner has failed to make a prima facie case of 
obviousness under 35 U. S. C. § 103(a) for the rejection of independent claims 1 and 12. Claim 
4 depends indirectly from claim 1 and further provides for entering additional transaction 
information using a touch-sensitive screen of the transaction device. Claim 16 depends 
indirectly from claim 12 and further provides the display device comprises a touch-sensitive 
screen. Claim 20 depends indirectly from claim 1 and further provides for an electronic 
signature using a pen and the touch- sensitive screen. Applicant contends that these claims are 
patentable for at least the same reasons that claims 1 and 12 are patentable. 
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Furthermore, the Examiner asserts that "the use of a touch- sensitive screen is 
well known and the use of an electronic pen is also well known in the art. Thus, it would 
have been within the level of ordinary skill in the art to employ these well-known features to 
the method of Muftic." (Final Office Action mailed March 25, 2003 on page 7, 11. 8-10). 
However, the Examiner uses impermissible hindsight to modify the teachings of Muftic with 
the teaching of Athing to attempt to piece together the Applicant's invention. The teaching or 
suggestion to make the claimed combination must be found in the prior art, not in the 
applicant's disclosure. (See, MPEP § 2143; see also, In reDembiczak, 175 F.3d at 994, 999 
(Fed. Cir. 1999) ("Combining prior art references without evidence of ... suggestion, 
teaching, or motivation simply takes the inventor's disclosure as a blueprint for piecing 
together the prior art to defeat patentability-the essence of hindsight. ")). Nowhere has the 
Examiner provided evidence from either of the cited references for a suggestion, teaching, or 
motivation for the claimed invention. 

For these reasons, the Examiner has failed to make a prima facie case of 
obviousness under 35 U.S.C. § 103(a) for the rejection of claims 4, 16 and 20, and the 
rejection should be reversed 

IX. CONCLUSION 

The Examiner rejected claim 21 as being unpatentable under 35 U.S.C. § 1 12, 
first paragraph. However, the Examiner has failed to establish that rejected claim 21 fails to 
meet the requirements of 35 U.S.C. § 112, first paragraph. In particular, the specification, 
as originally filed, provides support for all of the claim recitations, and the specification, as 
originally filed, conveys to one of ordinary skill in the art how transactions performed can be 
completed when the web server processes the transactions without proprietary software. 
Therefore, the final rejection of claim 21 should be reversed. 
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The Examiner rejected claims 1-20 under 35 U.S.C. § 103(a). However, the 
Examiner has failed to establish a prima facie case of obviousness under 35 U.S.C. § 103(a). 
In particular, the reference cited by the Examiner fails to teach or suggest all the elements of 
presently pending independent claims 1,11 and 12. Furthermore, Muftic teaches away from 
a method or point of service terminal for performing a card transaction and providing for 
accessing a web server using a transaction device, wherein the transaction device or point of 
service terminal does not utilize proprietary software of a merchant service provider to 
complete the transaction, as recited in presently pending independent claims 1,11 and 12. 
Dependent claims 2-10 and 13-20 are patentable for at least the same reasons that claims 1 and 
12 are patentable. Therefore, the final rejection of claims 1-21 should be reversed. 
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X. APPENDIX A - CLAIMS ON APPEAL 



1 1. A method of performing a card transaction, the method comprising: 

2 accessing a web server using a transaction device, wherein the web server 

3 includes commands for processing the transaction; and 

4 entering a transaction card into a card reader of the transaction device in order 

5 to enter transaction information associated with the card into the web server; 

6 wherein the transaction device does not utilize proprietary software of a 

7 merchant service provider to complete the- transaction. 

1 2. The method of claim 1 wherein accessing a web server comprises accessing 

2 a web page of the web server, and wherein the web page includes commands for processing 

3 the transaction. 

1 3. The method of claim 1 further comprising entering additional transaction 

2 information into the web server. 

1 4. The method of claim 3 wherein entering additional transaction information 

2 includes entering additional transaction information using a touch-sensitive screen of the 

3 transaction device. 

1 5. The method of claim 3 wherein entering additional transaction information 

2 includes entering additional transaction information using a keypad of the transaction device. 

1 6. The method of claim 1 further comprising displaying information on a 

2 display device of the transaction device. 
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1 7. The method of claim 6 wherein displaying information includes displaying 

2 an advertisement downloaded from the Internet. 

1 8. The method of claim 6 wherein displaying information includes displaying 

2 an electronic coupon downloaded from the Internet. 

1 9. The method of claim 1 further comprising obtaining authorization for the 

2 transaction through the web server. 

1 10. The method of claim 1 further comprising updating the commands of the 

2 web server. 

1 11. A method of performing a card transaction, the method comprising: 

2 accessing a web server using a point of service terminal having a web browser 

3 and a card reader, wherein the web server includes commands for obtaining authorization of 

4 the transaction; 

5 entering a transaction card into the card reader in order to enter an account 

6 number associated with the card into the web server; 

7 responding to prompts generated by the web server using the terminal; and 

8 obtaining authorization for the transaction through the web server; 

9 wherein the point of service terminal does not utilize proprietary software of a 
10 merchant service provider to complete the transaction. 

1 12. A point of service terminal for performing a card transaction, the terminal 

2 comprising: 

3 a central processing unit having a web browser for accessing a web server on 

4 the Internet; and 
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5 a card reader in communication with the central processing unit for receiving 

6 a transaction card and entering transaction information associated with the card into the web 

7 server; 

8 wherein the point of service terminal does not utilize proprietary software of a 

9 merchant service provider to complete the transaction. 

1 13. The point of service terminal of claim 12 further comprising a data entry 

2 device in communication with the central processing unit for entering additional transaction 

3 information into the web server. 

1 14. The point of service terminal of claim 13 wherein the data entry device is 

2 a keypad. 

1 15. The point of service terminal of claim 12 further comprising a display 

2 device in communication with the central processing unit for displaying information 

3 downloaded from the Internet. 

1 16. The point of service terminal of claim 15 wherein the display device 

2 comprises a touch-sensitive screen. 

1 17. The method of claim 1 wherein the card transaction involves a smart card, 

2 a charge card, a credit card or a debit card. 

1 18. The method of claim 1 wherein the transaction device comprises a point of 

2 service terminal at a merchant or retail location. 

1 19. The method of claim 1 further comprising transmitting information to and 

2 from a merchant service provider. 

Appendix Page 3 



U.S.S.N. 09/466,271 Atty. Docket No. FDC 0135 PUS 



1 20. The method of claim 4 further comprising providing an electronic signature 

2 using a pen and the touch-sensitive screen. 

1 21. The method of claim 1 wherein the web server processes the transaction 

2 without proprietary software. 
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proposition, fr. L proposition-, propositio representation, prop- 
osition, major premise, fr. propositus (past part, of proponere 
to display, declare, propound) + -ion-, -to -ion — more at 
propound] 1 a obs : the act of proposing something for dis- 
cussion or development (as by argument, narration) b : some- 
thing proposed or offered for consideration, acceptance, or 
adoption : proposal (the ~ to extend the . . . act spurred him 
to a defense of . . . institutions — S.H. Adams) C : the point to 
be discussed or maintained in argument usu. stated in sentence 
form near the outset d (1) : a formal statement of a mathe- 
matical truth to be proved or demonstrated : theorem (2) : a 
mathematical statement of an operation to be performed 
: problem 2 a obs : the act of setting or showing forth 
b obs : the act of offering : offer (allures us by the ~ of re- 
wards — Jeremy Taylor) 3 a : a declarative sentence : an ex- 
pression in language, symbols, or signs of something capable 
of being believed, doubted, or denied : a verbal expression 
that is either true or false — called also statement- b : the 
objective meaning of a statement C : a statement together 
with its objective meaning 4 a : a project, plan, undertaking, 
or situation requiring some action (as dealing with, managing, 
operating, carrying out) with reference to it : business, 
affair (a wounded bull is a nasty ~ to tackle — Manchester 
Guardian Weekly} (writing is essentially a two-way — — S.E. 
Fitzgerald) (the scheme . . . has come up against a political 
snag and is at the moment not a practical ~ — W.B.Fisher) 
(it looked as if the mine would never become a paying ^> 
b : a person requiring to be dealt with (a tough ~) <a queer 
— > c : a proposed conditional bargain, agreement, deal, or 
settlement of a difficulty 

^proposition \"\ vt -ed/-ing/-s : to make a proposal to : offer 
a scheme to; specif l to suggest sexual intercourse to (had a 
habit of pinching and — ing the nurses — Alan Hynd) 

prop-O'Si'tion-al \|**;zish3n'l, -shna!\ adj : of, relating to, or 
resembling a proposition (these poems are sometimes too 

thinly David Daiches> — prop-o-si-tion-al-ly Vshan'le, 

-shnale, -i\ adv 

propositional calculus n : a fundamental branch of symbolic 
logic dealing with propositions or statements as wholes, with 
their combinations, with the connectives that interrelate them, 
and with their transformation rules — compare transforma- 
tion rule, truth table 

propositional lunction n 1 : sentential function 2 : some- 
thing that is designated or expressed by a sentential function 

proposition bet n : a bet in craps that a certain number or 
combination of numbers will or will not appear during a speci- 
fied series of rolls 

pro*pos«i*tus \pro*paz3d.3s\ n,pl propositi \-za,tI\ [NL, fr. 
L, past part, of proponere to display, declare, propound] 
1 a : one whose relations and pedigree are sought to be ascer- 
tained by a genealogical table b : proband 2 : the person 
immediately concerned : subject (the personal taw of persons 
domiciled in India varies with the religion of the ~ — J.H.C. 
Morris) _ 

pro -pound Xpra'paund, pro* A vb -ed/-ing/-s [alter, of earlier 
propoun, alter, (influenced by obs. E compoun — var. of E 
'compound — Sc obs. E expoun — var. of E expound) of pro- 
pone, fr. ME (Sc) proponen, fr. L proponere to display, declare, 
propound, fr. pro before -r ponere to put, place — more at FOR, 
position J vt 1 : to offer for consideration, deliberation, or 
debate : put for solution : set forth (~ a doctrine) : propose 
( — a question) (~ a hypothesis) 2 : to propose or name as 
a candidate (as for admission to communion with a church or 
for an office) 3 obs : to set before one's own mind or another's 
as an incentive, motive, aim, representation, or idea (darest 
thou to the Son of God — to worship thee — John Milton) ~ 
vi : to make a proposal : put a question 

pro-pound*er \-da(r)\ n -s : one that propounds 

propoxy- comb form {prop- + oxy-] : containing the univalent 
group CHjCr^CHj-O— composed of propyl united with oxy- 
gen (propo-xyacetanilide) 

propped past of prop 

prop*per VprUDa(r)\ n -s : one that props : supporter 
propping pres part of PROP 
propr abbr proprietor 



proprium 

adj : of or rela^r^^to a propraetor — pro-prae-to-ri-an 

\-an\ adj 
propria pi of proprium 

propriate adj{L propriatus, past part, of propriare to make one's 
own, fr. proprius own, particular] I obs : appropriated 

2 obs : particular, peculiar 

pro-pri.e.tage Vprs'prT^d.ijX n -s iproprietot + -age] : the 
body of property owners 

tpro«pri«e*tar«i«an \pr3,pri3'ta(a)re3n\ n -s [' proprietary + 
-on] 1 : an advocate of proprietary government 2 (propriety 
+ -arianl : a stickler for the propriedes 

2proprietarian \*\**\***\ adj [fr. propr ietariat, after E prole- 
tariat: proletarian] relating or belonging to or characteristic 
of the properued class — opposed to proletarian (sending pro- 
letarian winners of scholarships to — public schools . . . and 
absorbing them into the service of the capitalist class — G.B. 
Shaw) 

pro-pri-e-tar-i-at V,»*'ta(a)re3t\ n -s {^proprietary + -at (as 
in proletariat)] X the proprietorial class — opposed to prole- 
tariat 

pro-pri.e-tar-i-ly \*;*»;ter3le\ adv : in a proprietary manner 
<pro-pri.e-tary Nprs'prlstere, pro'-, -ri, byr- dissimilation ps'-\ 
n -es [ME proprietaries fr. LL proprietarius, fr. -proprietarius, 
adj.] 1 : one who has exclusive title to a thing : one who 
possesses the ownership of a thing in his own right : pro- 
prietor, owner; specif :.an owner or grantee of a proprietary 
colony 2 [ME proprietaries fr. ML proprietarius. It. LL] obs 
: a monk holding property in violation of his vow of poverty 

3 a : a privately owned piece of property b : proprietary 
company' 4 : right of property : ownership 5 : a body of 
proprietors 6 {^proprietary] a : a drug that is protected by 
secrecy, patent, or copyright against free competition as to 
name, product, composition, or process of. manufacture 
b l an ethical drug C : a nonprescription drug or medicine de- 
signed for self-medication and required to be accompanied by 
a list of all active ingredients and directions for safe use 
(aspirin is a ') 

^proprietary V*\ adj [LL proprietarius, fr. L proprietor prop- 
erty + -arius -ary — more at property] 1 a : held as the ~i 
owner (~ right of manufacture) i retat-— J 



property of a private ( 
ing or belonging to a 



_ __ „ . proprietor ("- control of mineral re- 

sources) (~ government) b : characteristic of or appropriate 
to an owner (the lawyers' . . . normal ^ feeling about the law 
courts — Walter Goodman) 2 : made and marketed by a per- 
son or persons having the exclusive right to manufacture and 
sell (~ baby food) ( — medicine) 3 : privately owned and 
managed usu. without public control or supervision (in the 
19th century there were many — medical schools in America) 
<~ hospital) 

proprietary colony « : a colony granted to some individual or 
individuals with the fullest prerogatives of government — 
compare charter colony, royal colony 

proprietary company n 1 : a corporation owning all or a con- 

• trolling number of the shares of another corporation 2 : a 
.company owning land that it leases or sells to other corpora- 
tions 3 Brit : a privately owned company the shares of which 
are not offered to the public : close corporation 

proprietary library n : a library supported and usu. controlled 
by stockholding proprietors as well as by subscribers 

proprietary stamp n : a revenue stamp for use on proprietary 
articles _ 

pro-pri-e-tor \pr;»'prT3d.3(r), pro'-, -ata-, by r -dissimilation 
ps'A n -s [alter, (influenced by -or) of 'proprietary] 1 ; an 
owner or grantee of a proprietary colony : proprietary 
2a: one who has the legal right or exclusive title to something 
whether in possession or not : owner ( — of a store) (protec- 
tion of the rights of authors and other copyright —5 — Uni- 
versal Copyright Convention) to : one having an interest (as 
control, present use, or usufruct) less than absolute and ex- 
clusive right _ 

pro*pri«e-to.ri-al Nprslpnaltoreal, projp-, -torA adj 1 : of or 
relating to a proprietor or proprietorship : proprietary (- — 
rights) 2 : arising from or manifesting consciousness of 
ownership : appropriate to an owner (showed them around the 
place with ~ pride) (adopted a ~ attitude towards the entire 
hill — John Morrison) 

pro*pri*e>to>ri>al>ly \-eale\ adv : in a proprietorial capacity 
or manner 

pro- pri-e- tor- ship \pr3'priad.3(r),ship\ n 1 a : the state or 
fact of being a proprietor : ownership 1) : an exclusive legal 
right for a definite or indefinite time to the profitable use of 
corporeal or incorporeal property upon agreed terms y— of a 
drug product) (— of a copyright) 2 : a holding in land 
(numerous small pleasant — j) 3 : proprietor's equity : net 
assets _ 

pro«pri.e»tO«ry \-l3,tore\ n or adj [by alter, (influence of -ory) ] 
: proprietary 

pro-pri-e*tOUS \-i»d.3s\ adj {proprietor -\ — ous] : disposed to 
assume a proprietor's rights : proprietorial (now look . . . 
old girl, I won't have you adopting that <— - tone — G.J.W. 
Goodman) 

pro- pri-e- tress \-l3-tras\ also pro.pri-e*trix \-riks\ n -es 
{proprietress It. proprietor- -r -ess: proprietrix fr. proprietor, 
after such pairs as E executor: executrix] l a female proprietor 
(^ of a school for girls) _ 

pro-pri«e»ty Xpra'prlad-e, pro'-, -ate, -i, by r -dissimilation p?'-\ 
n -ES (ME propriete, fr. Mr propriete quality or trait belonging 
to a person or thing, property — more at property] 1 a obs 
: peculiar, proper, or true nature, character, or condition (the 
baseness of thy fear that makes thee strangle thy ~ — Shak.) 
b obs : special nature : peculiarity 2 a obs : private owner- 
ship : proprietorship b obs : privately owned possessions 
: property 3 a obs : a special characteristic of a language 
: idiom b obs : precise literal or strict sense 4 : the quality or 
state of being proper or fitting : suitability, fitness, ap- 
propriateness (not so easy to see the ~ in an image which 
divests a snake of "winter weeds" — T.S.Eliot) (~ and neces- 
sity of preventing interference with the course of justice by 
premature statement, argument, or intimidation — O.W. 
Holmes fl93 5) 5a: the standard of what is socially ac- 
ceptable in conduct, behavior, speech : decorum (passionately, 
deeply devoted to ~ . . . one of the most formal high U.S. 
officers in Europe — Time} (many of the topics denied by ~ to 
the newspaper's columns are considered suitable in a barber- 
shop atmosphere — G.S.Perry>; often : prudent regard for or 
fear of offending against conventional rules of behavior esp. as 
between the sexes (a long-ago love affair and the dead Welsh 
girl who was too innocent-hearted for his ~ — Time) (in her 
re-creation of the Victorian age she antedates . . . the victory of 
bourgeois — over the more raffish and glaring manners of the 
Regency — R.E.Roberts) b proprieties pi : the customs and 
manners of polite society : conventionally correct behavior — 
used with the (they talked the stupid, polite conversation that 
occurs between strangers; and then, the proprieties satisfied, 
, . . drifted back into the realm of music — Louis Bromfield) 
(feels compelled to observe the established proprieties of text- 
book writing — J.C.Cooley) 

pro*pri«O*cep«ti0n \,propre3'sepsh3n\ n -S [fr. proprioceptive, 
after E receptive: reception] : the reception of stimuli produced 
within the organism — see proprioceptor 

pro*pri«0*cep-tive \;***;$eptiv\ adj {propr io- (fr. L proprius 
own, particular) + -ceptive (as in receptive).] : activated by, 
relating to, or being stimuli produced within the organism (as 
by movement or tension in its own tissues; — compare ex- 
teroceptive, interoceptive 

pro-pri-O-cep-tor \-ta(r)\ n -s {proprio- (fr. L proprius own. 
particular) 4- -ceptor (as in receptor)] t a sensory receptor that 
is located deep in the tissues (as in skeletal or heart muscle, 
tendons, the gastrointestinal wall, or the carotid sinus) and 
that functions m proprioception (as in response to changes of 
physical tension or chemical condition within the body proper) 

pro-prio mo-tu Vpropre.o'moOtUA adv [L. by one's own mo- 
tion] : by one's own motion : on one's own initiative 

pro-priO-5pinal \;propreo + \ adilproprio- (fr. L proprius own, 
particular) + spinal] : distinctively or exclusively spinal (a ~ 
reflex^ 



